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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments filed 5/18/05 have been fully considered but they are not 
persuasive. An analysis of the arguments is provided below. 

2. In light of the amendment, the objection to claim 40 is withdrawn. 

3. The applicant alleges that Brendzel does not expressly disclose retrieving a personal user 
list responsive to a user call (P. 14, lines 14-17). The examiner pointed to the off-hook mode in 
order to show the usage of this signal causes the information to be sent to the client (col. 6, lines 
15-30), said information ultimately comprising some form of selectable hierarchical list (col. 5, 
lines 5-20), wherein selection of the hierarchical feature results in some transaction (col. 6, line 
30 - col. 7, line 35), i.e. providing information about a selected item (col. 6, line 52 - col. 7, line 
10, in view of col. 5, lines 20-60). While the selectable list may be any type, and while the term 
"personal user list" may also be considered a generic type, Brendzel teaches that the list may be a 
collection of names and related telephone numbers (col. 3, lines 30-50). 

4. The applicant alleges that Brendzel does not expressly disclose transmitting 
converted/non-converted information (P. 14, lines 29-32), on the grounds that Brendzel does not 
expressly disclose converting part of the information into text. 

5. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Even if Brendzel did not disclose 
this feature, the addition of Srinivasan, which applicant did not address, discloses conversion 
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processes followed by transmission of said components (Fig. 1) and thus the combination of 
teachings would still read upon the claims as drawn. 

6. That said, the method of Brendzel needs to be further addressed. As shown, (Fig. 1, #20 
and 31), the client phone has both a voice and data channel (col. 3, lines 52-60), in which some 
information is transmitted via voice and other data is transmitted via text data (col. 6, lines 1-5), 
which the instant application defines as non-converted data and converted data, respectively. 
Further, there may be a selection to transmit and receive non-converted audio data only (Fig. 3, 
#313). The examiner has conceded that Srinivasan is needed to teach voice-text conversion, but 
this is an intermediate step: Brendzel already teaches the text and voice data, and its transmission 
thereof. It simply does not expressly disclose the development of such data, and Srinivasan 
teaches a method to develop this step. Since Brendzel teaches the separation of data into two 
sections - text and non-text - so as to transmit over two separate channels, the functional 
equivalency of this claim part is fulfilled. 

7. For the reasons above, the rejection is maintained and is therefore made final. 

Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 32, 48, 55 are rejected under 35 U.S.C. 102(b) as being anticipated by Brendzel 
(5,912,952). 
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10. For claims 32, 48, and 55, Brendzel teaches a method (abstract) for providing an 
interactive, intelligent end user's service (col. 1, line 1 - col. 3, line 5), the method comprising: 

a. Responsive to a user call (Fig. 3, #302), retrieving a personal user list (col. 5, lines 
5-20); 

b. Transmitting information from the personal user list via the data control portion of 
a communications channel to a user device (Fig. 2)\ 

c. Receiving a user response via the data control portion of the communications 
channel (Fig. 3, #306); 

d. Retrieving additional information from the personal user list, the additional 
information corresponding to the received user response (Fig. 3, #309); and 

e. Forwarding the additional information to a client device for processing (Fig. 3, 
#310). 

Claim Rejections - 35 USC §103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1-10, 15, 16, 19-21, 24, 25, 28, 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brendzel (5,912,952) in view of Srinivassan (5,724,412). 

13. For claim 1, Brendzel teaches a method (abstract) for providing (col. 1, line 1 - col. 3, 
line 5) interactive (col. 5, lines 5-17) text messages (Fig. 2) to a user's device (Fig. 1, #30) 
during a voice call (col. 3, lines 15-20), the method comprising: 



Application/Control Number: 09/9 17,821 Page 5 

Art Unit: 2145 

a. Receiving information from a client (Fig. 1, #17; Fig. 3, #303); 

b. Having at least a portion of the received information be in a text format (col. 3, 
lines 15-20); 

c. Transmitting to the user's device non-text (voice) information on a voice portion 
of a communications channel (col. 3, lines 40-52); and 

d. Transmitting to the user's device the text information on a data control portion of 
the communications channel (col. 3, lines 40-52). 

14. Brendzel does not expressly disclose that the information is converted into text. Brendzel 
does disclose that, based on the type of screen, the same data may be shown in multiple ways 
(col. 6, lines 20-40). Srinivassan teaches a method (abstract) of providing textual data during 
voice calls (col. 1, line 1 - col 3, line 17) in which a voice-to-text converter (Fig. 1, #34) 
provides such conversion (col. 5, lines 20-50). At the time the invention was made, one of 
ordinary skill in the art would have used a Srinivassan voice converter in the Brendzel system to 
assist in making sure the information is in a proper format using less database space (col. 2, lines 
30-35). 

15. For claim 2, Brendzel teaches that responsive to the transmitted converted information, 
receiving a user response on the data control portion of the communications channel (Fig. 3, 
#306 and 307). 

16. For claim 3, Brendzel teaches forwarding the received user response to the client (Fig. 3, 
#309). 

17. For claim 4, Brendzel teaches obtaining the user response from the data control portion of 
the communication channel (col. 5, line 10; col. 6, lines 40-48), but does not expressly disclose 
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converting the user response into an audio message. Srinivassan teaches a text-to- voice 
converter (Fig. 1, #38) for conversion to the proper format (col 4, lines 20-27). At the time the 
invention was made, one of ordinary skill in the art would have used a Srinivassan voice 
converter in the Brendzel system to assist in making sure the information is in a proper format 
using less database space (col 2, lines 30-35). 

18. For claim 5, Brendzel teaches forwarding the audio message to the client (col. 7, lines 13- 
28). 

19. For claim 6, Brendzel teaches receiving the non-converted information via voice portion 
of the communications channel, and receiving the converted information via the data control 
portion of the communications channel at the user's device (col. 2, lines 50-51; col. 4, lines 9- 

ii). 

20. For claim 7, Brendzel teaches presenting the non-converted information as audio 
information on the user's device (Fig. 3, #313). 

2 1 . For claim 8, Brendzel does not expressly disclose displaying the converted data as text 
information on the user's device after a text alert is presented. Srinivassan teaches this limitation 
(col. 6, lines 50-60). At the time the invention was made, one of ordinary skill in the art would 
have used a Srinivassan voice converter in the Brendzel system to assist in making sure the 
information is in a proper format using less database space (col. 2, lines 30-35). 

22. For claim 9, Brendzel teaches determining whether the received information contains 
information suitable for conversion into the text format (col. 4, lines 33-40). 

23. For claim 10, Brendzel teaches separating the information that is suitable for text 
conversion from information that is not suitable for text conversion (Fig. 1, #16). 
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24. Claim 15, 20, 24, 28 are drawn to the limitations in claims 1 and 10. Therefore, since 
claims 1 and 10 are rejected, claim 15 is also rejected for the same rationale. 

25. Claim 16, 21, 25, 29 are drawn to the limitations in claim 2. Therefore, since claim 2 is 
rejected, claim 16 is also rejected for the reasons above. 

26. For claim 19, Brendzel teaches that forwarding the received user response to the client 
for processing (col. 7, lines 10-30). 

27. Claims 1 1-14, 17, 18, 22, 23, 26, 27, 30, 31 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over Brendzel and Srinivassan as applied to claims 1, 10, 15, 16, 20, 21, 24, 28 
above, and further in view of Dodrill et al. (6,738,803). 

28. For claim 11, Brendzel does not expressly disclose converting the information that is 
suitable for text conversion into a text format for display on the user's device, and appending to 
the non-converted information a text alert, wherein the text alert is transmitted on the voice 
portion of the communication channel. Srinivassan discloses the text conversion and alert (see 
claim 8 discussion), but does not expressly disclose the text alert is transmitted on the voice 
portion of the communication channel. Dodrill teaches a method (abstract) of providing text- 
voice communications combinations (col. 1, line 1 - col. 6, line 15) that provides audio 
notifications for messages and the like (col. 11, lines 22-3 1). At the time the invention was 
made, one of ordinary skill in the art would have added a Dodrill notification method to Brendzel 
in order to provide advanced phone services (col. 5, line 65 - col. 6, line 5). 

29. For claim 12, Brendzel does not expressly disclose transmitting to the user's device the 
converted information on the data control portion of the communications channel after the text 
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alert is transmitted. Srinivassan teaches this limitation (col. 8, line 66 - col. 9, line 12). At the 
time the invention was made, one of ordinary skill in the art would have used a Srinivassan voice 
converter in the Brendzel system to assist in making sure the information is in a proper format 
using less database space (col. 2, lines 30-35). 

30. For claim 13, Brendzel teaches receiving a trigger identifying the information suitable for 
conversion (col. 4, lines 33-50). 

3 1 . For claim 14, Brendzel teaches that responsive to the user response, retrieving stored 
information from memory; and forwarding the retrieved information to the client (col. 4, lines 
50-65). 

32. Claims 17, 22, 26, 30 are drawn to the limitations in claim 1 1 . Therefore, since claim 1 1 
is rejected, claim 17 is also rejected for the same rationale. 

33. For claim 18, Brendzel teaches that the presented text includes a plurality of choices for 
selection by a user and the user response indicates at least a selected one of the plurality of 
choices (col. 5, lines 5-20). 

34. Claims 23, 27, 31 are drawn to the limitations in claim 19. Therefore, since claim 19 is 
rejected, claim 23 is also rejected for the same rationale. 

35. Claims 33-47, 49-54, and 56-61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brendzel as applied to claims 32, 48, and 55 above, and further in view of 
D'Angelo (6,717,938). 

36. For claims 33, 42, 49, and 53, Brendzel does not expressly disclose that the personal user 
list is a personal paging list, the personal paging list includes a plurality of names and 
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corresponding paging numbers, nor does Brendzel expressly disclose that the personal user list is 
a personal directory list, the personal directory list includes a plurality a plurality of names and at 
least one of a plurality of corresponding telephone numbers, e-mail addresses and mailing 
addresses. D'Angelo teaches a method (abstract) of providing interactive services and combined 
voice/data networks (col. 1, line 1 - col. 4, line 6) in which a personal user list provided to the 
user (Fig. 6) comprises pager numbers, phone numbers, and the like (col. 16, lines 46-59). At 
the time the invention was made, one of ordinary skill in the art would have combined the 
inventions in order to allow greater control of Brendzel' s communications options (col. 1, lines 
25-35). 

37. For claims 34 and 43, Brendzel does not expressly disclose that the information 
transmitted to the user device includes at least one of the plurality of names. D'Angelo teaches 
this limitation (Fig. 6, #604). At the time the invention was made, one of ordinary skill in the art 
would have combined the inventions in order to allow greater control of Brendzel' s 
communications options (col. 1, lines 25-35). 

38. For claims 35 and 44, Brendzel does not expressly disclose that the received user 
response includes a selection of the at least one of a plurality of names. D'Angelo teaches this 
limitation (col. 16, lines 50-52). At the time the invention was made, one of ordinary skill in the 
art would have combined the inventions in order to allow greater control of Brendzel' s 
communications options (col. 1, lines 25-35). 

39. For claims 36 and 45, Brendzel does not expressly disclose that retrieved additional 
information includes the paging number from the personal paging list, the paging number 
corresponding to the selected name, nor does Brendzel disclose that the retrieved additional 
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information includes at least one of a plurality of corresponding telephone numbers, e-mail 
addresses and mailing addresses from the personal directory list. D'Angelo teaches this 
limitation (col. 16, lines 55-58). At the time the invention was made, one of ordinary skill in 
the art would have combined the inventions in order to allow greater control of Brendzel's 
communications options (col. 1, lines 25-35). 

40. For claims 37 and 46, Brendzel does not expressly disclose that the paging number or 
telephone number is forwarded to the client device to complete a page and/or call. D'Angelo 
teaches this limitation (col. 16, lines 15-45). At the time the invention was made, one of 
ordinary skill in the art would have combined the inventions in order to allow greater control of 
Brendzel's communications options (col. 1, lines 25-35). 

41 . Claim 56 is drawn to the limitations in claims 33-37. Therefore, since claims 33-37 are 
rejected, claim 56 is also rejected for the same rationale. 

42. Claim 60 is drawn to the limitations in claims 42-46. Therefore, since claims 42-46 are 
rejected, claim 60 is also rejected for the reasons above. 

43. For claims 38, 50, and 57, Brendzel does not expressly disclose receiving a call back 
number, and forwarding the call back number to the client device to complete a page based on 
the paging number and the call back number. D'Angelo teaches this limitation (col. 12, lines 45- 
55). At the time the invention was made, one of ordinary skill in the art would have combined 
the inventions in order to allow greater control of Brendzel's communications options (col. 1, 
lines 25-35). 

44. For claims 39, 47, 54, and 61, Brendzel does not expressly disclose that the call back 
number or other contact information is received on the data control portion of the communication 
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channel. D' Angelo teaches this limitation (col. 5, lines 40-60). At the time the invention was 
made, one of ordinary skill in the art would have combined the inventions in order to allow 
greater control of Brendzel's communications options (col. 1, lines 25-35). 

45. For claims 40, 51, and 58, Brendzel does not expressly disclose retrieving a plurality of 
call back numbers from the personal paging list, and forwarding the plurality of call back 
numbers via the data control portion of the communication channel to the user device for 
selection. D' Angelo teaches this limitation (col. 6, line 65 - col. 7, line 20). At the time the 
invention was made, one of ordinary skill in the art would have combined the inventions in order 
to allow greater control of Brendzel's communications options (col. 1, lines 25-35). 

For claims 41, 52, and 59, Brendzel does not expressly disclose receiving a selected one of the 
plurality of call back numbers via the data control portion of the communication channel, and 
forwarding the selected call back number to complete the page based on the paging number and 
the call back number. D' Angelo teaches this limitation (col. 7, lines 20-55). At the time the 
invention was made, one of ordinary skill in the art would have combined the inventions in order 
to allow greater control of Brendzel's communications options (col. 1, lines 25-35). 

Conclusion 

46. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin H. Pollack whose telephone number is (571) 272-3887. 
The examiner can normally be reached on 8:00-4:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Valencia Martin- Wallace can be reached on (571) 272-6159. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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